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By the Board:

Lu Soro (hereinafter petitioner or “Soro”) seeks
cancel lation of Ctigroup Inc.’s (hereinafter respondent or
“Citigroup”) registration for the mark Cl TI GROUP, registered
for a “full range of insurance and financial services;
banki ng services; credit card services; securities trading,
consul ting and underwiting services; [and] investnent
services” in International C ass 36.°2

As grounds for cancellation, Soro alleges priority of
use and |ikelihood of confusion.

In its answer, Citigroup has denied the salient
allegations in the petition to cancel and all eged certain

affirmati ve def enses.

! Lu Soro is also known as Luis Soro.
2 Reg. No. 2406753, issued Novenber 21, 2000, claimng Cctober 8,
1998 as its date of first use in comerce.
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On May 22, 2002, the Board suspended proceedi ngs
pending the final determ nation of the civil contenpt action
bet ween the parties.® The civil contenpt action has been
finally determ ned, and now before the Board are
petitioner’s notion, filed January 4, 2006, for summary
judgment on the ground of priority* and respondent’s cross-
nmotion, filed January 23, 2006, for summary judgnent based
on its affirmati ve defenses of petitioner’s |ack of standing
and res judicata, specifically, collateral estoppel.®

Before turning to these matters, we will briefly
sunmari ze the decision in Cticorp v. Gticorp Mrtgage Co.
Inc. and Luis Soro and the decision in the subsequent
contenpt proceedi ng, issued on May 14, 2003, because it
directly relates to the controversy before us, and because
the parties reference the case and the findings nade in the
contenpt proceeding in their notions for sunmary judgnent.

On or about August 26, 1985, respondent’s predecessor,
Citicorp, filed a conplaint in the United States District

Court in the Southern District of Florida, alleging

3 Gticorp v. Citicorp Mortgage Co. Inc. and Luis Soro, Case No.
85-2960-C1V, United States District Court, Southern District of
Florida. The civil contenpt action was brought against Soro in
hi s individual capacity.

“1t is not entirely clear if Soro is noving for summary judgnent
on both priority and the ground of I|ikelihood of confusion. Soro
states in his one-page notion for sumary judgnent that he seeks
summary judgnent based on the district court decision giving Soro
“undi sputed first use with ultimate rights to Citigroup.”

® The Board construes Soro’s filing titled a “notion to strike
respondent’s notion for summary judgnent” as a response in
opposition thereto.
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trademark infringenment by Citicorp Mortgage Co., owned by
Soro. The conplaint was | ater anended on March 5, 1987 to
add Luis Soro, the petitioner herein, as a defendant. On
Septenber 9, 1987 the district court granted Cticorp’ s
nmotion for summary judgnent and entered a pernanent

i njunction against Citicorp Mrtgage Co. and agai nst Soro.
The permanent injunction, anong other things, prohibited
Soro and Giticorp Mirtgage Conpany from “using Cl Tl CORP as
part of a name or mark or using any other nanme or mark
confusingly simlar to CITICORP, in connection with any
busi ness whi ch Defendants conduct, own or control” and
“hol di ng thensel ves out as the owner of, or a person

aut hori zed to use CITICORP or a nane confusingly simlar
thereto, as a service mark, trademark or tradenane.”

After an appeal by Soro to the Eleventh Grcuit Court
of Appeals, and a remand, the district court reconsidered
the grant of Cticorp’s notion for summary judgnent as to
Soro. On Qctober 6, 1988, the district court again granted
the notion for sunmary judgnment agai nst Soro, entering the
per manent injunction against Soro, and directing Soro to
“conply with the other directives contained in this Court’s
Summary Fi nal Judgnent dated Septenber 8, 1987.” On Apri
3, 2002, G tigroup, respondent herein and successor in
interest to Citicorp, filed a notion in the district court

of the Southern District of Florida to find Soro in contenpt
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of court for violation of the permanent injunction entered
on Cctober 7, 1988, based on Soro’s use of the nanes and
marks “Citigroup” and “Gticorp.” On May 14, 2003, the
district court issued an order granting the contenpt notion
based on a finding that Soro had viol ated the pernanent
injunction. The district court, in adopting the
magi strate’s report and reconmendation, ruled that Soro
viol ated the permanent injunction and found, anong other
t hi ngs, that Soro has been using the name G tigroup “since
at least the md-1990s”; that “*Citigroup’ is confusingly
simlarly [sic] to “Citicorp’”; that “use of the term Cl Tl
as part of *CGitigroup Mdrtgage Conpany’ is confusingly
simlar to and not a safe distance fromthe worl d-fanous
‘“Citicorp’” mark, and therefore, violates the Injunction”
and that Soro violated the injunction because he “did not
keep a ‘safe distance’ fromthe nane ‘G ticorp’ when he used
the name ‘G tigroup Mortgage Conpany.’” The Court ordered
Soro to “immedi ately cease and desist fromusing the
Ctigroup nane.”

We now turn to Citigroup’s notion for summary
j udgnent .

Citigroup contends that in view of the district court
decision in Cticorp v. Gticorp Mrtgage Co. and Luis
Soro and the decision in the subsequent contenpt

proceedi ng, Soro has been held to have no rights in the
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mark Cl TI GROUP, and therefore, Soro | acks standing to
bring the cancell ation proceedi ng before the Board.
Citigroup further argues that even if Soro is found to
have standing, he is collaterally estopped from bringing
the cancellation due to the district court’s finding in
Butt he contenpt proceeding that Soro did not have priority
of use of the CITIGROUP mark and that Soro’s use of the

ClI TI GROUP mark was confusingly simlar to Ctigroup’s CITI
mar ks. °

In response, Soro argues that the district court found
that Soro, not Citigroup, has priority.’

Summary judgnent is an appropriate nethod of disposing
of cases in which there is no genuine issue of materi al
fact in dispute, thus leaving the case to be resolved as a
matter of law. See Fed. R Cv. P. 56(c). The party
movi ng for sunmmary judgnent has the initial burden of

denonstrating the absence of any genuine issue of materi al

® As evidence, respondent has provided a declaration of its
counsel, Kenneth Pl evan, wi th acconpanyi ng exhi bits which
include the following: Septenber 9, 1987 district court order
granting Citicorp’s notion for sunmary judgrment on the ground
of trademark infringement and entry of pernanent injunction
against Citicorp Mirtgage Co. and Soro; COctober 6, 1988, notion
for summary judgnent and subsequent opinion (after remand from
El eventh Crcuit court of appeals) granting G ticorp’ s notion
for summary judgnent and entering pernanent injunction against
Soro; March 26, 2003 mmgi strate’s Report and Recommendati on
reconmmending Citicorp’s notion for contenpt be granted; and May
14, 2003 district court opinion granting Cticorp’ s contenpt
notion for Soro's violation of permanent injunction.

" Soro’s argunents are directed to the issue of priority of use
rat her than standi ng, which requires a showing of a real interest
to bring this proceeding.
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fact. See Celotex Corp. V. Catrett, 477 U.S. 317, 322-324
(1986). The evidence nust be viewed in a |light nost
favorable to the non-novant, and all justifiable
inferences are to be drawn in the non-novant's favor. See
LI oyd’s Food Products Inc. v. Eli's Inc., 987 F.2d 766, 25
USPQ2d 2027 (Fed. Cir. 1993). |If the party noving for
summary judgnent carries its initial burden, and the
nonnovi ng party fails to nake a sufficient showi ng on an
essential elenent of its case wth respect to which it
woul d have the burden of proof at trial, judgnent as a
matter of |law may be entered in favor of the noving party.
See Fed. R Cv. P. 56(c); Fram Trak Industries Inc. v.
WreTracks LLC, 77 USPQ@d 2000, 2004 (TTAB 2006) (citing
Cel ot ex Corp, supra).

Because standing is a threshold issue that nust be
proven by a plaintiff in every inter partes case, R tchie
v. Sinpson, 170 F.3d 1092, 50 USPQ2d 1023 (Fed. Cir. 1999)
and Lipton Industries, Inc. v. Ralston Purina Co., 670
F.2d 1024, 213 USPQ 185 (CCPA 1982), we turn first to the
question of whether respondent has shown that there is no
genui ne issue of material fact as to Soro’ s |ack of

standing to bring this cancell ation proceedi ng.
The purpose of the standing requirenment, which is

directed solely to the interest of the plaintiff, is to

prevent litigation when there is no real controversy
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between the parties. Lipton Industries, Inc., 213 USPQ at
189. In the case of a petition to cancel, the standing
requi renent of a plaintiff has its statutory basis in
Section 14 of the Act which provides that “any person who
believes he is or wwll be danaged . . . Dby the
registration of a mark on the principal register

may file a petition to cancel.

To establish standing, it nust be shown that the
plaintiff has a “real interest” in the outcone of a
proceeding; that is, plaintiff nust have a direct and
personal stake in the outcone of the cancellation.

Ritchie, 50 USPQ2d at 1023. Facts regarding the
legitimate personal interest are a part of the plaintiff's
case and nust be proved. Lipton Industries, 213 USPQ at

189.

Wth regard to a Section 2(d) claimunder 15 U S. C
Section 1052(d) of the Trademark Act, Soro, at trial,
woul d need to show that he has a real commercial interest
in the CITIGROUP mark or trade nanme, plus a reasonable
basis for his belief that he woul d be danaged by the
Cl TIGROUP registration to establish standing. Chem cal
New York Corp. v. Conmar Form Systens, Inc., 1 USPQd
1139, 1142 (TTAB 1986). When pl eading all egations
relative to standing, the plaintiff's belief in damge

must have sone reasonable basis in fact. Uni versal Q|
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Products Co. v. Rexall Drug and Chem cal Co., 463 F.2d

1122, 174 USPQ 458, 459-60 (CCPA 1972).

In this case, we find that there is no genuine issue
of material fact that Soro |acks a legitimte comerci al
interest in the CITIGROUP mark and that, as a result, his
belief in damage resulting froman alleged |ikelihood of
confusi on between his asserted mark and respondent’'s mark
is wholly without nerit. Under the terns of the permanent
injunction, Soro and his conpany cannot establish that he
has a right to use the ClTIGROUP mark or trade nane as he
and his conpany are permanently enjoined from “using
CITICORP as part of a name or mark or using any other nane
or mark confusingly simlar to CITICORP, in connection
wi th any busi ness whi ch Def endants conduct, own or
control” and “hol ding thensel ves out as the owner of, or a
person authorized to use CI TICORP or a nanme confusing
simlar thereto, as a service mark, trademark or
tradenanme.” The district court decision in the contenpt
proceedi ng established that any use by Soro of the mark or
trade nane ClI TIGROUP violates the terns of the pernmanent
i njunction because CITIGROUP is “confusingly simlar to
and not a safe distance fromthe world-famus ‘Citicorp’
mark.” Therefore, we find that there is no genui ne issue
of material fact that Soro is prohibited by the terns of

t he permanent injunction fromusing Citicorp or any mark
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or trade nane confusingly simlar, which includes the mark

"8 As a result, under the terns

or trade nane “Citigroup
of the permanent injunction, Soro, as a matter of |aw, has
no standing to maintain this proceedi ng because he | acks a
legitimate commercial interest in the C Tl GROUP mark and
cannot prevail herein. See e.g., Coup v. Vornado Inc., 9
USPQ2d 1824 (TTAB 1988) (petitioner’s failure to prove

standi ng warrants grant of sunmmary judgnent for

respondent).

| nasnmuch as Soro is barred by the pernmanent injunction
fromuse of the CITIGROUP mark, we find that there is no
genui ne issue of material fact as to Soro’s |ack of
standing to bring a petition to cancel against the
involved registration, and that Citigroup is entitled to
judgnent as a matter of law. Fed. R Cv. P. 56(c).
Petitioner, as the nonnoving party in regard to
Citigroup’ s notion, has failed to show in response thereto
that there is a genuine issue for trial in regard to
petitioner’s standing. In view of our finding of Soro’ s
| ack of standing, we need not consider Soro’ s notion for

summary j udgnent .

8 In view of our finding on the threshold i ssue of standing, we
need not reach the nerits of G tigroup’s second argument
regarding coll ateral estoppel.
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Accordingly, Gtigroup’s notion for summary judgnent
is granted on the basis of lack of standing; judgnent is
entered agai nst Soro based on his |ack of standing; and

the petition to cancel is denied.

10



